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DETAILED ACTION 



Election/Restrictions 

1 . According to previous office actions and the latest amendment, claims 1 -22 are 
pending in this application; and claims 1-3, 6, 11-12, 18-19 and 21-22 remain active in 
this office action. 



Claim Objections 

2. Claims 1 -3, 6, 1 1 -1 2, 1 8-1 9 and 21 -22 are objected to because of the following 
informalities and/or defects: 

Claim 1 recites the subject matters that "one of said respective metallic films is 
composed of a material that is directly connected to one of said electrodes of the 
light emitting diode chip via a conductive adhesive"; but it fails to clarify which one, the 
one of said metallic films or the material, is definitely the subject that is directed 
connected to the one of the said electrodes. 

In claims 1 and 18, the term of "directed connected to" and the temn of "via a 
conductive adhesive" appear to be contradictory to each other. 

Claim 2 recites the term of "a first metallic film", but fails to clarify its relationship 
with the "one of said respective metallic films" recited in claim 1 . 

Claim 19 recites the term of "another metallic film", but fails to clarify its 
relationship with the "said metallic film" recited in claim 18. 
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Claim 19 recites the subject matter that the upper electrode is connected to the 
"at least one metallic film"; but the "at least one metallic film" as defined in claim 18 is 
already connected to the electrode with a boning conductive adhesive therebetween. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact temns as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1 -3, 6, 1 1 -1 2, 1 8-1 9 and 21 -22, insofar as being supported by the elected 
species, are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not 
described in the specification In such a way as to reasonably convey to one skilled in 
the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. 

Claims 1 and 1 8 each recite the subject matter that the recited one metallic film is 
composed of a material that is directly connected to one of the electrodes via a 
conductive adhesive and/or the material is formed directly on a surface of the resin; 
and/or that the same material is exposed at the bottom mount surface. However, the 
original specification lacks an adequate description regarding in what sense the material 
in the one metallic film is directly connected to the one electrode via the recited 
conductive adhesive, given that the recited film formed of a material (such as 5 in the 
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elected species of Figs. 1 -3) lias a reflective surface layer (20; such reflective surface 
layer is indented to be comprised at least in tlie claimed invention of claim 1 as 
evidenced in claim 3) that is formed of a coating material coated on the material of 5. It 
is further via/through this coating material, the recited metal film (5) in the elected 
species is connected to the recited electrode and/or formed on the recited resin. And, it 
is the material of a bottom portion of the metallic film (5), not the coating layer (20), that 
is exposed at the bottom mount surface. And, the original disclosure also lacks an 
adequate description regarding whether and/or how the recited metallic film and the 
reflective coating layer are formed of an exactly same material (which requires at least 
the same element(s) and same density). 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1 8 and 1 9 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

Claim 18 recites the subject matters that the recited material "is formed directly 

on and exposed from a surface", but fails to clarify by what sense and/or how the 

portion of that same material that Is formed directly on the recited surface could also be 

exposed from the same recited surface. The term of "formed directly on" and the term of 

"exposed from" appear to be contradictory with each other with respect to the same 

recited surface. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1 -3, 1 8-1 9 and 21 -22, insofar as being compliance with 35 U.S.C. 1 1 2, as 
being fully supported by the elected species, and as being best understood in view of 
the claim objections above, are rejected under 35 U.S.C. 102(a) as being anticipated by 
Murakami (Murakami et al., JP 2003-174200, June, 2003; please see US 2006/0054912 
for it English translation). 

Murakami discloses a surface-mounted light-emitting diode (Figs. 3-19; also see 
[0095]), comprising: a light-emitting diode (LED) chip (1) sealed in an optically 
transmissive resin (4); a plurality of metallic films (201 , 202, 301); and a plurality of 
electrodes formed on the surfaces of the light-emitting diode chip and connected to 
respective ones of the metallic films, including an upper electrode of the LED connected 
to the metallic film (301) via a bonding wire (5). And, at least the metallic film (210, 202) 
is composed of a material (whose bottom portion is exposed at the bottom mount 
surface) that is connected to the lower electrode of the LED via a conductive adhesive 
(silver paste). Such connection via the conductive adhesive can be regarded as being 
substantially "directly connected" electrically between the material of the metallic film 
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and the lower electrode, since the there Is no any substantially electrically resistive 
element between the metallic film and the conductive adhesive. 

Regarding claim 3, the metallic film (201 , 202) in Murakami has a substantially 
conical shape that can further have a reflective surface (6). 

Regarding claim 1 8, the metallic film or films (201 and/or 301) can be regarded 
as being "formed directly on" a surface of the resin (4), in the sense that the metallic film 
or films has/have a direct overlap with the resin (4). And, any potential process 
implications of the tenn of "formed directly on" are treated here as process limitations; 
but, these would not carry patentable weight in this claim drawing to a structure, 
because distinct structure is not necessarily produced. In re Thorpe . 227 USPQ 964, 
966 (Fed. Cir. 1985). 

Regarding claims 21 and 22, it is noted that any process limitations regarding 
how the recited metallic film is made, such as the limitations of "plated" and/or 
"evaporation deposited", would not carry patentable weight in the claims drawing to a 
structure, because distinct structure is not necessarily produced. In re Thorpe . 227 
USPQ 964, 966 (Fed. Cir. 1985). 

6. Claims 1 -2, 1 8-1 9 and 21 -22, insofar as being compliance with 35 U.S.C. 1 1 2, as 
being fully supported by the elected species, and as being best understood in view of 
the claim objections above, are further rejected under 35 U.S.C. 102(b) as being 
anticipated by Yamaguchi (US 6,392,294). 
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Yamaguchi discloses a surface-mounted light-emitting diode (Figs. 1-2; also see 
col. 4, lines 19-20), comprising: a light-emitting diode (LED) chip (3) sealed in an 
optically transmisslve resin (5); a plurality of metallic films (21a, 2A, 21 b, 2B); and a 
plurality of electrodes formed on the surfaces of the light-emitting diode chip and 
connected to respective ones of the metallic films, including an upper electrode of the 
LED connected to the metallic film (21b, 2B) via a bonding wire (4). And, at least the 
metallic film (21a, 2A) is composed of a material (whose bottom portion is exposed at 
the bottom mount surface) that is directly connected to the lower electrode of the LED 
via a conductive adhesive (silver paste). 

Furthermore, it is noted that any process implications, either recited directly or 
implicated in the claims, such as the terms of "formed", "formed directly on", "plated" 
and/or "evaporation deposited", are treated here as process limitations; but, these would 
not carry patentable weight in this claim drawing to a structure, because distinct 
structure is not necessarily produced. In re Thorpe . 227 USPQ 964, 966 (Fed. Cir. 
1985). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. Claims 6, 1 1 and 12, insofar as being compliance with 35 U.S.C. 1 1 2, as being 
fully supported by the elected species, and as being best understood in view of the 
claim objections above, are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Murakami in view of Ogihara (Ogihara et al., US 5,523,590) and/or Fjelstad (US 
6,583,444). 

The disclosure of Murakami is discussed as applied to claims 1-3, 18-19 and 21- 
22 above. 

Regarding claim 1 1 , although Murakami does not expressly disclose that an 
additional upper electrode can be formed on the diode chip and connected to an 
additional metallic film, one of ordinary skill in the art would readily recognize that 
additional upper electrode(s) can be desirably formed on the diode chip in order to be 
able to form a desired LED array, as evidenced in Ogihara (see the upper electrodes 
20a and/or 20b, and the common lower electrode 25 in Figs. 1 and 2). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the additional upper electrode(s) of Ogihara 
into the device of Murakami with additional metallic film(s) being formed correspondingly 
to accommodate such additional upper electrode(s), so that a light-emitting device with 
a desired LED array would be obtained. 

Regarding claims 6 and 1 2, although Murakami does not expressly disclose that 
a resinous lens can be formed over the LED, one of ordinary skill in the art would readily 
recognize that such lens can be desirably formed on the diode chip in order to formed a 
desired focused light, as evidenced in Fjelstad (see the lens 360 in Fig. 8A). 



Application/Control Number: 10/722,556 Page 9 

Art Unit: 281 1 

Therefore, it would have been obvious to one of ordinary sl<ill in the art at the 
time the invention was made to incorporate the lens of Fjelstad into the device of 
Murakami, so that a light-emitting device with desired focused light would be obtained. 

8. Claim 1 1 , insofar as being compliance with 35 U.S.C. 1 1 2, as being fully 
supported by the elected species, and as being best understood in view of the claim 
objections above, is further rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamaguchi in view of Ogihara (Ogihara et al., US 5,523,590). 

The disclosure of Yamaguchi is discussed as applied to claims 1-2, 18-19 and 
21 -22 above. 

Although Yamaguchi does not expressly disclose that an additional upper 
electrode can be formed on the diode chip and connected to an additional metallic film, 
one of ordinary skill in the art would readily recognize that additional upper electrode(s) 
can be desirably formed on the diode chip in order to be able to form a desired LED 
array, as evidenced in Ogihara (see the upper electrodes 20a and/or 20b, and the 
common lower electrode 25 in Figs. 1 and 2). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the additional upper electrode(s) of Ogihara 
into the device of Yamaguchi with additional metallic film(s) being formed 
correspondingly to accommodate such additional upper electrode(s), so that a light- 
emitting device with a desired LED array would be obtained. 
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9. Claims 3, 6 and 12, insofar as being compliance with 35 U.S.C. 1 12, as being 
fully supported by the elected species, and as being best understood in view of the 
claim objections above, are further rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yamaguchi in view of Fjelstad (US 6,583,444); or, in the alternative, 
they are further rejected under 35 U.S.C. 103(a) as being unpatentable over Fjelstad in 
view of Yamaguchi. 

The disclosure of Yamaguchi is discussed as applied to claims 1-2, 18-19 and 
21-22 above. 

Although Yamaguchi does not expressly disclose that the metallic film can have 
a conical shape with a reflective surtace, and/or that a resinous lens can be formed over 
the LED, one of ordinary skill in the art would readily recognize that such conical shape 
with reflective surface and/or such lens can be desirably formed in order to form a 
desired focused light, as evidenced in Fjelstad (see the conical shaped metallic film 326 
in Fig. 8A, which can naturally reflect light, more or less, as it is formed of a metal such 
as copper; and see the lens 360 in Fig. 8A). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the conical-shaped metallic film and/or the 
lens of Fielstad into the device of Yamaguchi, so that a light-emitting device with desired 
focused light would be obtained. 

Or, in the alternative, Fjelstad disclosed the claimed invention in the embodiment 
of Fig. 8A, including the LED (332, which naturally including at least an upper electrode 
and a lower electrode), the sealing resin 348, the lens 360, and the metallic films (326, 
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and the metallic film at the left side that Is connected to the upper electrode of the LED 
via a bonding wire 344) that have bottom portions exposed at the bottom mount surface 
of the LED, except the recited limitation of a conductive adhesive. However, as 
evidenced in Yamaguchi (see Figs. 1-2), a conductive adhesive is commonly required in 
the art in order to bond the lower electrode of the LED to the bonding pad/area of the 
underling metallic film (see col. 4, lines 19-20). 

Therefore, it would also have been obvious to one of ordinary skill in the art at 
the time the Invention was made to incorporate the conductive adhesive of Yamaguchi 
into the device of Fjelstad, so that a light-emitting device with the commonly required 
bonding between the LED and the underling bonding pad/area would be obtained. 

Response to Arguments 

1 0. Applicant's arguments with respect to claims 1 -3, 6, 1 1 -1 2, 1 8-1 9 and 21 -22 have 
been considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

1 1 . Applicant's amendment necessitated the new ground (s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of tliis final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shouxiang Hu whose telephone number is 571-272- 
1654. The examiner can normally be reached on Monday through Thursday, 7:30 AM 
to 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eddie 0. Lee can be reached on 571-272-1732. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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